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DETAILED ACTION 

Claim Rejections - 35 USC § 102 

The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that 
form the basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication in this or a foreign country or in public 
use or on sale in this country, more than one year prior to the date of application for patent in the United 
States. 

Claims 12-14, 21-23, and 29-31 are rejected under 35 U.S.C. 102 (b) as being 
anticipated by Dombek ET al. (US Patent No. 5,542,827). 

With regards to claim 12, the patent to Dombek et al. discloses a pressure- 
holding valve (22) for a fuel injection system including at least one fuel valve device 
having a high-pressure region (52) and a low-pressure region (i.e. portion of 52 near 
end 48 ), the valve comprising a valve housing (i.e. housing 40) having a first 
connection (i.e. portion connected to cap 46) connectable to the low-pressure region 
and a second connection (82) connectable to the return of a fuel injection valve device 
(32, See Figure 1), a reciprocating valve cup (64) contained in the valve housing (40), a 
first spring device (62) prestressing the valve cup (64), a through opening (i.e. the 
bottom opening of 64) in the valve cup (64), a closing element (70) operable to close the 
through opening (See Figure 2); a second spring device (68) applying a prestressing 
force to the closing element (70) in order to maintain a minimum pressure in the return, 
and a pressure relief device (49) contained in the valve housing (40) between the first 
connection and the valve cup (64), the pressure relief device (49) being operable from 
outside the valve housing (See Figure 2). 
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With regards to claim 13, the patent to Dombek et al. discloses wherein the 
pressure relief device comprises a pressure pin (49) that protrudes from the first 
connection (See Figure2) toward the valve cup (64). 

With regards to claim 14, the patent to Dombek et al. discloses wherein the 
pressure relief device comprises a positioning disk (78) clamped between the second 
spring device (68) and the valve housing (64), the pressure pin (49) protruding from the 
positioning disc (78). 

With regards to claim 31 , the patent to Dombek et al. discloses a fuel injection 
system including a low-pressure region and a high-pressure region from which a fuel 
injection valve device is supplied, which fuel injection device is connected to the low- 
pressure region via a return, and a pressure-holding valve connected to the return of the 
fuel injection valve device and to the low-pressure region, the pressure holding valve 
comprising a valve housing having a first connection connectable to the low-pressure 
region and a second connection connectable to the return of a fuel injection valve 
device, a reciprocating valve cup contained in the valve housing, a first spring device 
prestressing the valve cup, a through opening in the valve cup a closing element 
operable to close the through opening; and a second spring device applying a 
prestressing force to the closing element in order to maintain a minimum pressure in the 
return, and a pressure relief device contained in the valve housing between the first 
connection and the valve cup, the pressure relief device being operable from outside 
the valve housing (See Rejections for Claims 12-14). 
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With regards to claim 29, the patent to Dombek et al. discloses an arbor (i.e. the 
screw mechanism 49) on the inside of the tool, the arbor extending from the bottom in 
the direction of the longitudinal tool axis, the arbor having an outer diameter slightly 
smaller than the inner diameter of the first connection and having a length greater than 
the length of the first connection (See Figures 2 and 3). 

With regards to claims 21-23 and 30, the patent to Dombek et al. discloses a 
tool, wherein the tool comprises a cup-shaped base body with a bottom wall and an 
essentially circular, cylindrical circumferential sidewall extending from the bottom wall, 
the inner diameter of the sidewall being slightly greater than the diameter of the outer 
circumference of the pressure-holding valve in the region of the first connection (See 
Figure 2). 

Allowable Subject Matter 

Claims 15-20 and 24-28 are allowed. 

Applicant's Arguments 

Applicant has included items numbers for claims 12-31 and further rewrote 15 in 
independent form. Applicant further contends that the 102 rejection does not hold since 
the Applicant's invention operates differently and does not disclose a valve mechanism. 



Examiner's Response to Arguments 
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Applicant simply elides over the actual claim language. Using broadest 
reasonable interpretation, valve is clearly defined as "any device for halting or 
controlling the flow of a liquid, gas, or other material through a passage, pipe, inlet, 
outlet, etc." and Dombek et al. explicitly states on Col. 2, Lines 15-25 that "To assure 
that the priming pump 22 creates only a one way flow of fuel toward the transfer pump 
20, one-way check valves 24 are disposed each side of the pump to maintain the 
direction of fuel flow." The claims clearly states comprising or having other 
components. 

Furthermore, the specificity found in Applicant's remarks and specification is not 
found in the claimed language. Applicant is reminded to see MPEP 21 1 1 . In re Prater, 
41 5 F.2d 1 393, 1 404-05, 1 62 USPQ 541 , 550-51 (CCPA 1 969) The court explained that 
"reading a claim in light of the specification, to thereby interpret limitations explicitly 
recited in the claim, is a quite different thing from reading limitations of the 
specification into a claim ,' to thereby narrow the scope of the claim by implicitly 
adding disclosed limitations which have no express basis in the claim ." Thus, the 
claim is not limited to such interpretation and the rejection still holds. 

Conclusion 

1 . The prior art made of record and not relied upon is considered pertinent to 
applicant's disclosure. The patent to Nakajima (US Patent Publication 2002/0083080) 
shows the current state of the art. 
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Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to KEITH COLEMAN whose telephone number is 
(571)270-3516. The examiner can normally be reached on 5:30-4:00. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Stephen Cronin can be reached on (571)272-4536. The fax phone number 
for the organization where this application or proceeding is assigned is 571-273-8300. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 
USPTO Customer Service Representative or access to the automated information 
system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 
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